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1 . The amendment filed 21 Oct 10 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material 
which is not supported by the original disclosure is as follows: 

The changes made to figure 5a are new matter. 

The material removed from the specification is new matter. 

Examiner notes that that new matter may exist by virtue of the omission of a 
feature or of a step in a method. See United States Industrial Chemicals, Inc. v. 
Carbide & Carbon Chemicals Corp., 315 U.S. 668, 53 USPQ 6 (1942). 

In this case, the omission of the crossing wires in figures 5a, and the omission of 
the description how figures 5a and 5b work constitutes new matter because the device 
must now work in some fashion not previously set forth nor obvious to the Examiner. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

2. Claims 1,3 and 5-8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

The device, as seen in the original figure 5a and described on pages 4 and 5 of 
the specification, is non-functional. The trimming function, seen in figure 5b, works fine, 
but when electrical contacts 36 are slid down in figure 5a, they short out the power 



Application/Control Number: 10/565,931 Page 3 

Art Unit: 3724 

supply. It is easy to see that electricity leaving the power supply in figure 5a via wire 33 
will proceed along the diagonal wire, then down the left switch 36, down the wire 32 and 
right back to the opposite pole of the power supply. This situation can quickly lead to 
fire or at the very least significant overheating. 

Also, the device described in the currently modified figure 5a and currently 
modified specification are unclear in their workings, Where do the central cross wires 
disappear to when shifting from figure 5b to 5a? 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claiml ,3,5 and 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Futterer et al. (3,21 3,536) in view of Ullmann et al.(5,701 ,673). 

Futterer shows a razor with most of the recited limitations including; 
A cutter (16), 
A trimmer (15), 
A drive (27), 

Means for reversing (lines 4-14, column 2) the drive structure such that the 
trimmer is removed from the drive structure, 
A unidirectional clutch (9). 
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Futterer's trimmer has only one position. However, these days it is ubiquitous to 
have the trimmer pop out from the razor such that the trimmer starts only when popped 
out. An example of this is Ullmann (see figures 2a,3a,4a,5a). Ulmann shows an 
operational member (4) with switching circuitry (45,47,48). Ullmann's trimmer only has 
a cutting action when popped out, by way of engaging drives 10 and 1 1 only when 
popped out. It would have been obvious to one of ordinary skill in the art to have 
modified Futterer by placing his trimmer on a pop-out arm such that the trimmer starts 
only when popped out, as taught by Ullmann and many others, in order to have a 
trimmer that can reach hard-to-reach places such as ears and under the chin. Since 
Ullmann teaches popping out the trimmer via actuation of the operational member 
electrical mode switch, the ability to pop out the trimmer on Futterer would also occur 
via the operational member electrical mode switch (his motor reverse switch), and thus 
the reversing of the motor would occur in response the popping out of the trimmer. 

In regards to claim 3, Futterer has a switching circuitry (28). 

In regards to claim 5, Futterer's trimmer drive "branches off' at a shaft (1 , see 
figures 1-3). 

5. Claims 1,3 and 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Futterer et al. (3, 21 3,536) in view of Ullmann et al.(5,701 ,673), as set forth above, 
and further in view of in view of Bergsma (US 4,355,464). 

In regards to at least claims 6 and 8, the modified apparatus of Futterer still does 
not disclose the shaver wherein the number of cycles per unit of time of the driven 
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trimmer is higher than said number of revolutions per unit time of the at least one driven 
cutter. Bergsma discloses a shaving apparatus a plurality of rotary shaving elements 
(2, 4) and a trimmer (21 ). The trimmer and the plurality of rotary shaving elements are 
both driven by a motor (6) and a gear system (see figures 1 and 2) such that the 
frequency of the trimmer and the RPMs of the rotary cutter can be selected 
independently (see column 2 lines 27-32). Further, Bergsma discloses that it is 
preferable to have the rotary shaving element be driven at a lower number of RPMs 
than the frequency of the trimmer so as to reduce wear, friction, heat, and noise (see 
column 1 lines 24-27). It would have been obvious to a person of ordinary skill in the art 
at the time the invention was made to further modify the shaver of Futterer to have the 
number of cycles per unit of time of the driven trimmer be higher than said number of 
revolutions per unit time of the at least one driven cutter in view of the teachings of 
Bergsma in order to reduce wear, friction, heat, and noise. 

6. Applicant's arguments have been fully considered but they are not persuasive. 

In regards to the new matter situation, Applicant argues that since Futterer shows 
a reversing switch, amending his reversing switch should not be considered new matter. 

As per the MPEP, An amendment to correct an obvious error does not constitute 
new matter where one skilled in the art would not only recognize the existence of the 
error in the specification, but also recognize the appropriate correction. In re Oda, 
443 F.2d 1200, 170 USPQ 268 (CCPA 1971). 
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In this case, we are in agreement that one of ordinary skill would recognize the 
error. However, Examiner deems that one of ordinary skill in the art would not 
recognize the appropriate correction within the context of the remaining subject matter. 
For example, how would one make the cross wires disappear when shifting between 
figures 5b and 5a? 

In regards to the rejection under 35 USC 103, applicant argues that neither 
Futterer nor Ullman has a reversing switch that causes the trimmer to move to from a 
retracted position to a operational position. Examiner agrees this is true, and that is 
why it is a 103 rejection and not a 102b rejection. As discussed previously, Futterer 
teaches a 3 function reversing switch (off, shaver, trimmer, see paragraph spanning 
columns 3 and 4). Ulmann teaches having his 3 function switch (off, shaver, trimmer) 
be the operational member to move the trimmer from the retracted position to the 
operational position. Applying Ulamman's teachings to Futterer yields the claimed 
subject matter, as discussed above. The fact that Ulmann's teachings are being applied 
to a slightly different type of switch would certainly not prohibit one of ordinary skill in the 
art from making the modification. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kenneth Peterson whose telephone number is 
(571)272-4512. The examiner can normally be reached on Monday-Thursday, 7:30AM- 
5PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on (571 )272-4502. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kenneth Peterson/ 

Primary Examiner, Art Unit 3724 



